
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1 450 

Alexandria, Virginia 223 1 3- 1 450 
www.uspto.gov 



APPLICATION NO. 



10/681 J63 



FILING DATE 



FIRST NAMED INVENTOR 



10/09/2003 



Chun-Liang Lai 



23338 7590 04/14/2006 

DENNISON, SCHULTZ, DOUGHERTY & MACDONALD 

1727 KING STREET 
SUITE 105 

ALEXANDRIA, VA 22314 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



3074/106 



6407 



EXAMINER 



CHU. YONG LIANG 



ART UNIT 



PAPER NUMBER 



1626 

DATE MAILED: 04/14/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Uiitu^ Mciion ^ufufn&ry 


Application No. 
10/681.163 


Applicant(s) 

LAI ET AL. 


Examiner 

Yong Chu 


Art Unit 

1626 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
> Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent tenn adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 06 February 2006 , 
2a)l3 This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application Is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11 . 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 12-23 is/are pending in the application. 

4a) Of the above claim (s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 12-23 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)[J accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1, 85(a). 
Replacement drawing sheet(s) including the correction is required If the drawlng(s) Is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f), 
a)D All b)D Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



Claims 1-11 are cancelled by amendment filed on February 6, 2006. 
Claims 12-23 are added by amendment filed on February 6, 2006. Therefore, 
claims 12-23 are pending in this instant application. 

Response to Arguments 

Applicant's arguments, see page 5, filed on February 6, 2006, with respect 
to the rejection of claims 1-3, 7, and 1 1 under 35 U.S.C. §112, first paragraph 
have been fully considered and are not persuasive even after considering the 
amendment. 

The method for preparing three types of benzidine connpounds 4:5:6=(86± 
3):(13±2): (0.2-1.5%) comprising reacting compounds 1:2:3=(1):(11±0.3): (5±0.3), 
wherein and are selected from the group consisting of hydrogen, an alkyi 
group containing 1-5 carbons, an alkoxy group containing 1-5 carbons, and 
phenyl; X is selected from the group consisting of CI, Br, and I; and Y is selected 
from the group consisting of CI, Br, and I. Newly added claims 12-23 contain the 
conditions so broadly defined (e.g. temperature 100-200°C, and different 
solvents), and they do not enable one skilled in the art to use the method without 
undue experimentation to produce the claimed invention. On page 6-7 of the 
Remark, the method claims a simultaneous use of reactants (1), (2) and (3) to 
make a specific benzidine mixture with a narrowly defined ratio according to 
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claim 12. However, the ratio of each compound (4-6) in the mixture is controlled 
by thermodynamical factors (e.g. reactants and ratio) and kinetic factors (e.g. 
reaction conditions such as reaction temperature, solvents, catalyst as well as 
base or additive in this case). Applicants have failed to include these critical 
well-defined operation conditions in the claims as cited on page 3 of the previous 
Office Action dated on October 4, 2005. It is a critical issue because the claimed 
method is about making benzidine mixture with "a specific ratio" as stated 
line 7-8 page 7 of Remark not the method of making a mixture of the 
benzidines. This unique ratio is the key test over 35USC102 and 35USC103 
rejection. Therefore claims 12-23 are rejected over 35 USC 1 12 first paragraph. 

There is an error by using "..103(a).." instead should be 102(b) on line 3 
page 18 of the Applicants arguments filed on February 6, 2006 over rejection of 
claims 1-11. The Examiner interpret Applilants' intention as "102(b)" not 103(a). 
Applicant's Arguments over rejection of claims 1-11 under 35 USC 102(b) 
starting line 3 page 18 have been fully considered and are persuasive, since 
Nishiyama et al. do not teach exactly the same procedure for claimed mixture 
with the specific ratio as disclosed in the instant application. The rejection over 
claimsJ-11 under 35 USC 102(b) has been withdrawn, merely based on the 
claimed method, without considering the enablement issue, as cited over 
previous 35USC112 first paragraph rejection. 
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Applicant's Arguments over rejection of claims 1-11 under 35 USC 103(a) 
has been fully considered. They are persuasive, sine the prior arts do not teach 
a procedure for claimed mixture with the specific ratio as disclosed in the instant 
application with enough motivation of success. The rejection over claims 1-11 
has been withdrawn, merely based on the claimed method, without considering 
the enablement issue, as cited over previous 35USC1 12 first paragraph 
rejection. 

Conclusion 

No claims are allowed. 

Telephone Inquiry 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Yong Chu whose telephone number is 571- 
272-5759. The examiner can nomnally be reached on 7:00 am - 3:30 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Joseph K. M-Kane can be reached on 571-272-0699. 
The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 
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Information regarding ttie status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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